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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



2. Claims 1-11 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites "the ceramic being formed from 100 parts by weight of an inorganic 
binder". It is unclear how a ceramic could be formed from an inorganic binder. Does this 
limitation mean that ceramic includes a binder that is 100 parts by weight? If so, it is unclear 
whether the 100 parts by weight content is with respect to an entire content or with respect to the 
amount of ceramic alone. For example, is the weight percent based on the total solids materials 
such as fibers? 

Claim 1 recites "the cylindrical layer being made of a ceramic with a low bulk density of 
0.2 to 1.5 g/cm A 3". It is unclear whether the cylindrical layer as a whole has the claimed bulk 
density or just the ceramic material has a bulk density claimed. 

Claim 5 recites "the shafts" which lack proper antecedent basis because claim 1 recites "a 

shaft". 

Claim 1 1 recites "having grooves or concavities and convexities". It is unclear whether 
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this limitation means that the cylindrical layer could have: a) grooves alone b) both concavities 
and convexities or c) grooves and concavities. It is difficult to determine the specific alternative 
terminology combination that is being claimed. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 11-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Takei et al. 
(US5893210). 

Regarding claim 12, Takei et al. teach a ceramic roller which comprises a cylindrical 
layer 13 formed in a cylindrical shape having a hollow shaft-hole (see figure 3), a pair of shafts 
12, one of which has the top-end thereof protruding externally from the cylindrical layer 13 and 
has the other end fixed in the cylindrical layer 13, the shaft hole forming a hollow portion 
between the ends of both the shafts 12, and a surface layer 14 formed on the outer peripheral 
surface of the cylindrical layer 13. 

Regarding claims 1 1, as best understood, see figure 7 where there are embedded fibers 36 
on the surface. Therefore, there are grooves to accommodate the fibers 36. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 9 and 10 as best understood are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Asaumi et al. (US4533581) in view of Shorr (US3877919). 

Asaumi et al. teach a ceramic roller which comprises a shaft (col. 1, lines 14-15) and a 
cylindrical layer, "at least part" of the cylindrical layer (col. 3, lines 59-61, the discs form a 
cylindrical layer) being made of a ceramic (col. 3, line 28, a fiber is a "part" of the cylindrical 
layer), with a low bulk density of 0.2 to 1.5 g/cm A 3 (col. 3, lines 67-68), the ceramic being 
formed from 100 parts by weight of an inorganic binder (col. 2, lines 55-68, see also the 
abstract). 

Asaumi et al. teach the invention cited above with the exception of having a surface 
coating. 

Shorr teaches a similar roll to Asaumi et al. with a surface coating (see figures 4a-4c). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Asaumi et al. with a surface coating, in light of the 
teachings of Shorr, in order to increase traction as suggested by Shorr (col. 6 lines 31-35). 

Regarding claims 2-3, Asaumi et al. teach using the same "inorganic binder", for 
example, "colloidal silica" which is what applicant uses (described on page 16, lines 8-17 of the 
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instant specification). Therefore, Asaumi et al. is considered to meet the claimed heat capacity 
and thermal conductivity. 

Note also from MPEP 21 12.01 : 



"Products of identical chemical composition can not have mutually exclusive properties." A 
chemical composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are necessarily 
present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) (Applicant 
argued that the claimed composition was a pressure sensitive adhesive containing a tacky polymer 
while the product of the reference was hard and abrasion resistant. "The Board correctly found that 
the virtual identity of monomers and procedures sufficed to support a prima facie case of 
unpatentability of Spada's polymer latexes for lack of novelty."). 



Regarding claims 9-10, a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 



7. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Asaumi et al. 
in view of Shorr as applied to claim 1 above, and further in view of Takei. 

Regarding claim 4, Asaumi et al./Shorr teach the invention cited above with the 
exception of having grooves or convexities and concavities. 

Takei teaches in figure 7, embedded fibers 36 on the surface. Therefore, there are grooves 
to accommodate the fibers 36. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Asaumi et al./Shorr with grooves, in light of the 
teachings of Takei, in order to accommodate reinforcing fibers. 
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Regarding claim 5, Asaumi et al./Shorr teach the invention cited above with the 
exception of having shafts. 

Takei teaches a pair of shafts 12, one of which has the top-end thereof protruding 
externally from the cylindrical layer 13 and has the other end fixed in the cylindrical layer 13, the 
shaft hole forming a hollow portion between the ends of both the shafts 12. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Asaumi et al./Shorr with shafts, in light of the 
teachings of Takei, in order to provide a lighter overall roll weight by providing two smaller 
shafts rather than one large shaft that extends the length of the roller. 

8. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Asaumi et al. 
in view of Shorr as applied to claim 1 above, and further in view of Tsukida et al. (US5450181). 

Shorr teaches that the surface coating is made of organic polymer such as polyimide (col. 
6, lines 29-30) instead of the claimed fluororesin. 

Tsukida et al. teach using a fluororesin coating for releasability (col. 5, lines 23-24). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Asaumi et al./Shorr with a fluororesin coating, in 
light of the teachings of Tsukida et al., in order to provide good releasability. 

Regarding claim 8, the limitation "may be coated" is considered an alternative limitation 
that does not have to be included with the roller. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Jimenez whose telephone number is (571) 272-4530. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571) 272-4526. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




MJ 

8-14-06 



